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REMARKS 

Reconsideration and allowance of the above-referenced application are respectfully requested. 
Upon entry of this amendment, claims 1-9 will be pending. 

Applicant thanks the Examiner for the telephone interview granted on Wednesday, February 4, 
2004, during which the relevance of the prior art, which was cited by the Examiner, to the claims of the 
pending Application were discussed. 

The Examiner objects to the Drawings because Figures 1A, IB, and 1C are missing the "PRIOR 
ART" tags. Accordingly, Applicant has amended the Drawings so that Figures 1A, IB, and 1C now 
include the "PRIOR ART" tags as shown in the substitute sheet enclosed herewith. No new matter has 
been added. Accordingly, Applicant request withdrawal of Examiner's objection to the Drawings. 

The Examiner objects to claims 1-4 and 7 based on various minor informalities. In response 
Applicant has amended independent claim 1 and claim 7 to overcome the Examiner's objection. 
Accordingly, Applicant respectfully requests withdrawal of the Examiner's objection to claims 1-4 and 

7, as set forth in Office Action. 

The Examiner rejects claims 1-7 under 35 USC §112, second paragraph, as being indefinite, 
asserting that the specification fails to adequately disclose that the monitoring means provides an 
indication of whether there is enough free space. Applicant respectfully disagrees, as the specification at 
page 8 teaches that "the control program monitors the status of the digital storage device." The 
specification at page 8 also teaches that the control program directs the storage device to delete 
information when "the storage device becomes full and new information needs to be stored therein 
Thus, the specification teaches that the monitoring means monitors the status of the storage device and 
can indicate when the storage device is full. Furthermore, originally filed claims 1 and 5 explicitly recite 
providing for an indication of whether there is available capacity to store data. Applicant has, 
nonetheless, made more explicit in the specification that which was already explicit in the claims relating 
to the concept of monitoring the storage device to generate an indication of the status of the storage 
device. No new matter has been added. Therefore, Applicant requests withdrawal of Examiner's 
rejection of independent claims 1 and 5 and claims 2-4, 6, and 7 under 35 USC §112, as set forth in the 
Office Action. 

The Examiner rejects claims 1-3, 5, and 6 under 35 USC §102(b) as being anticipated by Falcone 
et al. 5,432,919. The Examiner also rejects claims 4 and 7 under 35 USC §103(a) as being unpatentable 
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over Falcone in view of Dean et al. 6,532,520. More specifically, the Examiner has indicated that 
Falcone teaches a system for managing data in a cache memory device. To more clearly define and set 
forth Applicant's invention, Applicant has amended claims 1 and 5 to indicate that the invention is 
directed toward a hard disk storage device or a long term storage device, respectively, and not a 
temporary memory device, such as the cache, as disclosed in Falcone. Accordingly, Applicant requests 
withdrawal of Examiner's rejection of independent claims 1 and 5 based on 35 USC §102(b), as set forth 
in Office Action. 

In light of the Amendments detailed herein, Applicant submits that independent claims 1 and 5, 
as amended, are now in condition for allowance and, hence, Applicant requests allowance of same. 

Claims 2-4 and 6-7 depend from and further limit independent claims 1 and 5. Consequently, 
Applicant submits that these claims are in condition for allowance and requests withdrawal of the 
pending rejections. 

Applicant notes that new claims 8 and 9 have been added and that these newly added claims also 
contain patentably distinct subject matter and, hence, allowance of same is requested. 

All objections and rejections having been addressed. It is respectfully submitted that the present 
application is in condition for allowance and a Notice to that effect is earnestly solicited. If any points 
remain in issue which the Examiner feels may be best resolved through a personal or telephone 
interview, the Examiner is kindly requested to contact the undersigned at the telephone number listed 
below. 

Respectfully submitted, 
PILLSBURY WINTHROP LLP 



By_ 



'David A. ^IdpVn, Reg. No. 32,995 
650-233- 

_ 60351825 

REPLY TO CUSTOMER NO. 27498 
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